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The court found that the 3D Mikado trademark was intrinsically distinctive

Based on the evidence provided by GBGF, the court concluded that the Mikado trademark constituted an earlier mark with

a reputation

The emergence of a new biscuit resembling the Mikado trademark on the sweet biscuits market was detrimental to the

distinctive character of the mark

In a decision dated 2 November 2023, Générale Biscuit-Glico France v Biscuits Poult (Decision No 21/01236), the Versailles

Court of Appeal has reversed the first-instance decision and ruled in favour of Générale Biscuit-Glico France (‘GBGF’).

Background

GBGF is the owner of the French three-dimensional (3D) trademark No 3386825 (depicted below), protected for “biscuits

coated or covered with, notably, chocolate or caramel” in Class 30 (the ‘Mikado trademark):

GBGF became aware that Biscuits Poult (‘Poult’) manufactured and sold biscuits (as reproduced below) that it considered to

infringe its Mikado trademark:
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The parties initially litigated before the Paris courts, which rejected GBGF’s claims on all the grounds invoked - namely,

trademark infringement, damage to an earlier mark with a reputation, unfair competition and parasitism.

The French Supreme Court, however, partially reversed the Paris Court of Appeal’s decision. Following the Supreme Court’s

ruling, GBGF filed a further action, on the same grounds, this time before the Versailles courts. In 2020 the Versailles Court of

First Instance again rejected GBGF’s claims. GBGF filed an appeal before the Versailles Court of Appeal. As a defence strategy,

Poult filed a counterclaim for invalidity of the Mikado trademark.

Versailles Court of Appeal decision

Validity of the Mikado trademark

The Versailles Court of Appeal found that the Mikado trademark was intrinsically distinctive considering that, at the time of its

filing, a bicoloured long, tapered stick with a rounded tip, cylindrical base and smooth appearance to designate biscuits was not

common on the sweet snacks market and, therefore, significantly diverged from the industry’s norms or customs. It is

noteworthy that, in reaching this conclusion, the court focused only on the sweet snacks market, rejecting Poult’s argument that

it should consider the snacks market as a whole.  

Further, the court found that the Mikado trademark was not descriptive of the goods at issue as such goods could have many

different forms, aspects, proportions and representations.

Consequently, the court rejected Poult’s counterclaim for the invalidity of the Mikado trademark.

Reputation of the Mikado trademark

GBGF filed significant evidence to demonstrate the reputation of its Mikado trademark, including expansive advertising

campaigns, advertising expenditures, high sales volumes and consumer surveys. 

In its analysis of the reputation of the Mikado trademark, the Versailles Court of Appeal took all of the evidence into

consideration, including:

the use in conjunction with a word or figurative mark;

the use in a form differing in elements that did not alter its distinctive character; and

the two-dimensional representation of Mikado biscuits on packaging.  

On the basis of the evidence provided, it concluded that the Mikado trademark constituted an earlier mark with a reputation.  

Infringement of a trademark with a reputation

In a claim for infringement of a trademark with a reputation, it is not necessary to demonstrate a likelihood of confusion but,

rather, the existence of a link between the signs in the perception of the relevant public and a risk of damage to the trademark’s

reputation.

Similarity between the signs

The court considered that, visually, both signs consisted of a bicoloured elongated stick, even if Poult’s product had a twisted

appearance. Consequently, it considered them to be highly similar in shape and colour proportion. Conceptually, the Mikado

trademark evoked a Japanese board game. The court considered that, despite Poult’s argument that the twisted appearance of

its biscuit resembled drill bits, there were no evident conceptual differences, as both signs were characterised by a long,

slender, two-toned stick.

Whether use of Poult’s biscuits was detrimental to the distinctive character and reputation of the Mikado trademark

The court found that the emergence of a new biscuit resembling the Mikado trademark on the sweet biscuits market was

detrimental to the distinctive character of the Mikado trademark. It took into account GBGF’s co-branding operations in the past,

leading to the marketing of Mikado biscuits with a slight variation in shape, and considered that the consumers, accustomed to

brand associations and slight changes in product shape, would be inclined to perceive Poult’s biscuits as a variation of the

Mikado biscuits.



In addition, the court noted that Poult did not justify any marketing or promotional expenditure for the launch of its products on

the French market, revealing that it had benefited from the reputation of the well-known Mikado trademark.

The court concluded that Poult had infringed the renowned Mikado trademark by manufacturing and commercialising the

contested biscuits in France and ordered it to pay €100,000 to GBGF in damages.

Comment

This decision is important in that it acknowledges that a 3D trademark, even when consisting of the shape of the product, can

not only validly fulfil its function as an indication of origin, but can also obtain a reputation - thereby granting it a broader scope

of protection.
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